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DETAILED ACTION 
Claim Objections 

The claims are objected to because throughout the claims, the term "respondent" is 
misspelled as "respondant." Appropriate correction is required. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1-32 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claims 1 and 20 are indefinite because it is unclear whether the respondents listed in the 
preamble are the same as those listed in (b) (list-recipient respondents). If they are the same, 
then subsequent recitations should be preceded by "the" or "said." This same issue applies to "a 
user interface" in a), b), c) (said user interface), and d). If they are the same, they should be 
preceded by "the" or "said." If they are different, they should be differentiated so as to avoid 
confusion. 

Claim 16 is indefinite because it is unclear whether the list respondents recited in the 
claim are the same as those listed in claim 1 or different. If they are the same, then subsequent 
recitations should be preceded by "the" or "said." 



Application/Control Number: 10/672,379 Page 3 

Art Unit: 3624 

Claim 22 is indefinite because it is unclear whether the respondents listed in the claim are 
the same as those listed in claim 1. If they are the same, then subsequent recitations should be 
preceded by "the" or "said." 

Claim 25 is indefinite because it is unclear whether the list initiator in the claim is the 
same as that recited in claim 1. If they are the same, then subsequent recitations should be 
preceded by "the" or "said." Also, are "the best respondent" and the "best responder" the same 
entity or different? 

Claims 28-30 are indefinite because it is unclear whether the user interface recited in the 
claims are the same as those listed in claim 1, and if so which ones of claim 1. Also, if they are 
the same, then subsequent recitations should be preceded by "the" or "said." 

Claims 2-19 and 21-31 are indefinite because they depend from rejected base claim 1. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 1-31 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. Claims 1-31 are directed to non-statutory subject matter because 
they lack any recitation of technology in the body of the claims, which is required in order to 
meet the statutory requirements. The Patent Office had taken the position that some form of 
technology must be claimed in the body of the claim. The Board of Patent Appeals and 
Interferences has stated that claims lacking any technology are "nothing more than [an] abstract 



Application/Control Number: 1 0/672,379 Page 4 

Art Unit: 3624 

idea which is not tied to any technological art and is not a useful art as contemplated by the 
Constitution." Ex parte Bowman, 61 USPQ2d 1669, 1671 (Bd. Pat. App. & Inter. 2001) 
(Unpublished). While it is understood that the Bowman case is not precedential, it is cited herein 
for its content and reasoning. It is acknowledged that interfaces are claimed throughout, 
however, such is not enough to overcome the technology requirement, as the interface may be a 
mere web page. The Examiner suggests amending the independent claims to claim a computer 
in the body of the claims to overcome this rejection. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

Claims 1-31 are rejected under 35 U.S.C. 102(b) as being anticipated by the Agarwal et 
al. patent application (US 2002/0099645). 

The Agarwal reference discloses a method implemented by a computer system for 
trading, buying or selling, of lists of independent items at independent quantities between an 
initiator and multiple respondents, said method comprising: 

Providing a list creation state to enable the initiator to enter, through a user interface, a 
list of items of buying or selling interest with select volumes ([0103]), 

Providing a list response state to enable list-recipient respondents to enter, through a user 
interface, offers or bids on a single item, multiple items, or all items on the list, on an item-by- 
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item basis at independent spreads, yields, discount margins or prices in the volume requested 
([0131]), 

Providing a list trade state to enable the initiator to view and trade on (by hitting or 
lifting), through said user interface, on a single item, multiple items, or all items on the list, on an 
item-by-item basis at independent and select spreads, yields, discount margins or prices for each 
item where a response(s) was received ([0126]), 

Providing a list pricing state to enable the initiator to request from the respondent, via a 
user interface, a final price for each traded security when either: 

Spread to benchmark and benchmark spot price and benchmart spot yield have 
already agreed ([0142]), 

For securities that trade on yield or discount margin, any other method that does 
not require a benchmark spotting phase ([0142]), and 

Providing a list complete state to notify the initiator and respondents that each item on the 
list have reached a final state in which the item was traded or not traded ([0144]) (Claim 1); 

The investor may set a plurality of parameters on the inquiry list, said parameters 
including the time of day that the responses are due back to the initiator ([0134]) (claim 2); 

The investor may set a plurality of parameters on the inquiry list, said parameters 
including the duration of time that the responses, once released, are to be actionable by the list 
initiator ([0139]) (Claim 3); 

The investor may set a plurality of parameters on the inquiry list, said parameters 
including the list type (bid or offer), indicating to all respondents if they are requested to bid or 
offer on the list items ([0126]) (Claim 4); 
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The investor may set a plurality of parameters on the inquiry list, said parameters 
including the "bond settlement date" for all items on the list ([0116]) (Claim 5); 

The default is provided for the bond settlement date and the user is allowed to overwrite 
the default to some other date ([0136]) (Claim 6); 

The investor may set a plurality of parameters on the inquiry list, the parameters 
including the benchmark settlement date for all benchmarks on the list (for items that are 
intended to be crossed) ([01 16]) (Claim 7); 

A default is provided for the benchmark settlement date and the user is allowed to 
overwrite the default to some other date ([0136]) (Claim 8); 

The investor may set a plurality of parameters on the inquiry list, the parameters 
including the spot method under which any bonds that require spotting will be processed 
([0142]) (Claim 9); 

A default is provided for the spot process and the user is allowed to overwrite the default 
to some other date ([0142]) (Claim 10); 

The investor may set a plurality of parameters on the inquiry list, said parameters 
including the dealers that will receive the list ([0103]) (Claim 1 1); 

The initiator selects the names of the dealers form the dealer grid box ([01 12]) (Claim 

12); 

The investor may set a plurality of parameters on the inquiry list, the parameters 
including whether or not to disclose to all respondents of the list, the total number of respondents 
who were sent the list ([01 12]) (Claim 13); 
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The initiator can choose to select or unselect a "reveal number of dealers" checkbox 
([0112]) (Claim 14); 

The investor may set a plurality of parameters on the inquiry list, said parameters 
including textual remarks ([0107]) (Claim 15); 

The textual remarks appear at all list respondents and do not affect any terms to the trade, 
but may act as clarifiers or other industry standard parlance ([0107]) (Claim 16); 

The initiator sets a plurality of parameters on each item on the inquiry list comprising, for 
certain financial products defined by the system, selection of an underlying security as the 
benchmark instrument, and the financial instrument is quoted on a spread basis in relation to the 
selected benchmark instrument ([01 13] and [0127]) (Claim 17); 

After a spread is agreed, the selected benchmark instrument is used to price the financial 
product 0 (Claim 18); and 

The initiator sets a plurality of parameters on each item on the inquiry list comprising,- for 
certain financial instruments as defined by the system, selection of an underlying benchmark 
instrument and an indication if the financial instrument will be traded outright as a single 
transaction or crossed with the underlying benchmark (two transactions) ([0127] & [0147]) 
(Claim 19). 

The Agarwal reference discloses a method implemented by a computer system for the 
trading, buying or selling, of lists of independent items at independent quantities between an 
initiator and multiple respondents, said method comprising: 
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Providing a list creation state to enable the initiator to enter, through a user interface, a 
list of items of buying or selling interest with select volumes ([0103]), 

Providing a list response state to enable list-recipient respondents to enter, through a user 
interface, offers or bids on a single item, multiple items, or all items on the list, on an item-by- 
item basis at independent spreads, yields, discount margins or prices in the volumes requested 
([0131]), 

Providing a list trade state to enable the initiator to view and trade on (by hitting or 
lifting), through said user interface, on a single item, multiple items, or all items on the list, on an 
item-by-item basis at independent and select spreads, yields, discount margins or prices for each 
item where a response(s) was received ([0126]), 

Providing a spotting state which occurs at the request of list initiator and uses a set of pre- 
defined algorithms to retrieve and if necessary calculate a benchmark spot price and present that 
price to the initiator ([0142]), and 

Providing a list complete state to notify the initiator and respondents that each item on the 
list have reached a final state in which the item was traded or not traded ([0144]) (Claim 20); 

Supports both bid and offer lists and allows the initiator to initiate a process, select a list 
of bonds for trading from a system provided reference database of from the initiator's own 
portfolio(s) without limitation as to whether or not such bond is in any system participant's 
inventory ([0103] & [01014]) (Claim 21); 

The initiator submits a list directly to respondents on a named basis, with firm identifiers 
displayed on the initiator and respondent screens, and all trades settle directly without requiring a 
broker intermediary for settlement ([0014] & [0103]) (Claim 22); 
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The initiator must request the dealer legal entities for which they want to be approved to 
trade with and request the market segments and products for which they want to trade in, and 

Respondents must authorize a trading relationship for each initiator and initiator user 
([0103] & [0121]) (Claim 23); 

A database stores and manages information and for the instantaneous retrieval and 
enforcement of said trading relationships at the moment of bid or offer list creation ([0094] & 
[0095]) (Claim 24); 

In the case that the list initiator executes a trade with the respondent with the best 
response, then 

The second best response for each item is displayed: 

To the list initiator on the same screen and along side the best response to 
each item on the list ([0129]), 

To the best respondent of each list item after that list item has been hit or 

lifted ([0129]), and 

The second best responder of each list item is notified as such after that 
list item has been hit or lifted ([0147]) (claim 25); 

In the case that the list initiator executes a trade with a respondent other than the 
respondent with the best response, then 

The best response is displayed to executing respondent of a list item after that list 
item has been hit or lifted ([0142]), and 

The respondent with the best response is notified as such ([0142]) (Claim 26); 



Application/Control Number: 10/672,379 Page 10 

Art Unit: 3624 

Which allows the initiator of a list to resubmit the list at any time after the list was 
originally submitted and which, anytime the resubmit function is selected for a given list, the 
inquiry list edit screen is automatically populated with all of the original information for all 
financial instruments that did not trade on the original list ([0142]) (Claim 27); 

The user interface enables pricing to be determined for each item on the inquiry list using 
a single display screen ([0124] & [0127]) (Claim 28); 

The user interface automatically presents the best response to each item on the inquiry list 
on the single display screed ([0138]) (Claim 29); 

The user interface enables the initiator to display any of the responses for any of the items 
on the inquiry list on the single display screen ([0138]) (Claim 30); and 

A final price alert is sent to the initiator after a final price is determined ([0144]) (Claim 

31). 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. The Hawkins, Ferstenberg, Wanger, McCarthy, Ben-Levy, Ricciardi, Lange, Lee, 
Lawrence, Stallaert, Odom, Harrington and Jain references are all directed to various types of 
electronic financial systems. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sandra Snapp whose telephone number is 703-305-6940. The 
examiner can normally be reached on Mon.-Thurs. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vincent Millin can be reached on 703-308-1065. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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